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REMARKS 

This is in response to the Office Action that was mailed on June 8, 2005. Claims 1-5 and 
10 are cancelled, without prejudice to their subject matter or to their re-presentation in this or a 
continuing application. Claim 9 is amended to recite specify annular needling, in accordance 
with such disclosure as that in paragraphs [0027] and [0028] of the specification, and to recite 
further details of the final preform densification step, in accordance with such disclosure as that 
in paragraphs [0034] to [0040] of the specification. New claim 1 1 is based upon such disclosure 
as that appearing in paragraph [0022] of the specification. New claim 12 is based upon such 
disclosure as that appearing in paragraph [0044] of the specification. New claims 13 and 14 
correspond to claims 6-8, but are expressed in product-by-process format. No new matter is 
introduced by this Amendment. Claims 6-9 and 1 1-14 are pending in the application. 

RESTRICTION. Restriction was required between (I.) claims 1-8, and (II.) claims 9 and 
10. Applicants confirm the election of Group II. Applicants respectfully traverse the 
requirement for restriction to the extent that it divides out claims 6-8 from claim 9. Claims 6-8 
are related to claim 9 as products and process for making those products. Accordingly, the 
Examiner is respectfully requested to modify the requirement for restriction and to consider the 
products (claims 6-8) along with the method of making them (claim 9). In this connection, once 
the requirement for restriction is modified as requested herein, Applicants intend to cancel 
product claims 6-8 in favor of product-by-process claims 13 and 14. 

FORMAL REJECTION. Claim 10 was rejected under the second paragraph of 35 U.S.C. 
§1 12 as failing to define the invention properly. Although they do not necessarily agree with the 
Examiner's position in this regard, claim 10 has been cancelled to facilitate the prosecution of 
this application. 

REJECTION OVER JOHNSON. Claims 9-10 were rejected under 35 U.S.C. §103(a) as 
being unpatentable over US 6,660,355 B2 (Johnson). The rejection is respectfully traversed. 
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In terms of claim 9 herein, Johnson is implied by the Examiner to disclose (a) needle- 
punching, (b) segmenting, (c) layering, (e) densifying, and (d) carbonizing. What Johnson 
actually teaches - in column 2, for instance - may be regarded as (a), needle-punching, (d) 
carbonizing, (b) segmenting, (c) layering, and (e) densifying. Column 2, lines 29-44. "The 
sheets are ... placed in a furnace until the fibres are carbonized. Segmental portions 10 are then 
cut from the sheets". Column 3, lines 27-29. See also Johnson Figure 3. 

The Johnson patent fails to suggest a method for making a preform composite that 
includes the steps, in the following order, of a.) providing a needle-punched nonwoven fabric of 
unidirectional continuous fiber tow and staple fiber web (e.g., a duplex fabric - see paragraph 
[0022] of the specification, then c.) arranging the segments made from that fabric annularly and 
needling those segments together to provide a multilayered intermediate, then d.) at that point 
heating that multilayered intermediate to a temperature above 1500°C in an inert atmosphere to 
convert the fibers to carbon, and finally e.) densifying the carbonized product. 

The Examiner cites In re Burhans for the proposition that "selection of any order of 
performing process steps is prima facie obvious". It is respectfully submitted that this 
proposition is not an accurate statement of the relevant law. In Burhans, five references were 
relied upon as a basis for the obviousness rejection. The court stated found that "[t]he cited 
references considered collectively clearly suggest doing the thing that appellant has done in this 
case ..." and therefore upheld the rejection "in the absence of any proof in the record that the 
order of performing the steps produces any new and unexpected results". 69 USPQ at 332. In 
support of its decision, the court cited three earlier decisions - Gibson, Lang, and McKee - each 
of which, like Burhans, involved multiple references which clearly established in the record that 
the process in question could be conducted in different ways. Applicants respectfully submit that 
the correct statement of the law is that "where the prior art establishes that a method can be 
conducted in different (alternative) ways, selection of any order of performing process steps is 
prima facie obvious". In the present situation, the prior art of record does not suggest that the 
method which Johnson teaches can be done in any way other than the way that Johnson does it. 
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CONCLUSION. Applicants respectfully submit that claims 9 and 11-14 clearly define 
inventions that are neither taught nor suggested by the Johnson patent. 

Dated: August 18, 2005 Respectfully submitted, 

By £^AX#~tf/l^ # 
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